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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 16, 
2009 has been entered. 

This Office Action is in response to Applicant's request for continued examination 
(RCE) filed July 16, 2009, and amendment and response to the Final Office Action 
(mailed March 16, 2009), filed July 16, 2009 wherein claim 1 is amended and claims 7- 
14 and 16-17 are canceled. 

Claims 1-6, 15, and 18-21 are pending and are examined on the merits herein. 

Specification 

The amendment filed July 16, 2009 is objected to under 35 U.S.C. 132(a) 
because it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: Example 1 on 
page 1 1 was amended to recite 1 .5 kg of dimethylether instead of 2 kg. MPEP 21 63 
states that "An amendment to correct an obvious error does not constitute new matter 
where one skilled in the art would not only recognize the existence of the error in the 
specification, but also recognize the appropriate correction." In this case, the skilled 
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artisan would not recognize the appropriate correction to the inconsistency between the 
text of Example 1 and Table 1 because the skilled artisan would not know which 
number was the correct one. Furthermore, the skilled artisan would not immediately 
recognize that the reactions in the text of Example 1 and Table 1 were the same, 
because the text of Example 1 describes a secondary reaction at 75°C and Table 1 
shows a secondary reaction temperature of 60°C, and because the amount of dimethyl 
ether recited in each is different. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-6, 15, 16, and 18-20 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contain 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. In the amendment 
submitted August 18, 2008, claim 1 was amended to include "consists of in place of 
"comprises." The specification as originally filed does not provide support for a method 
with consists of steps a-d. The method of Example 1 includes steps other than a-d, 
including addition of water and distribution using a sieve. This is a new matter rejection. 
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Response to Arguments 

Applicant argues that addition of water is part of the filtering process. In Example 
1 of the specification, addition of water occurs before the filtering process and the 
mixture is stirred for 10 minutes before filtering. Thus, it appears that addition of water 
is separate from filtering and not simply part of the filtration process. Furthermore, the 
prior art teaches that hot water is used for washing cellulose ethers, which is also 
different from filtration. The examiner was unable to find a definition of "filtering step" in 
the specification which includes addition of water and subsequent washing with water. 
Thus, "filtering step" is interpreted to encompass filtering and nothing else. For this 
reason, the rejection is maintained. 

Applicant argues that sieving does not change the end product formed by the 
claimed process because sieving merely separates out the particles greater than or 
equal to 1 00 mesh size. Claims 15, 16, and 1 9 are drawn to the production of cellulose 
ethers of a certain particle distribution and bulk density. It is the examiner's 
understanding that the limitation "particle distribution rate of greater than 99% for the 
particles of less than 100 mesh in size," means that 99% of the particles are smaller 
than 100 mesh. Thus, a step which separates out particles which are larger than 100 
mesh would be expected to change the particle size distribution of the end product. The 
bulk density of the product could also be expected to change based on the particle size 
distribution. Example 1 of the specification indicates that the product under 100 mesh 
was obtained after distribution. It is unclear whether the product having greater than 
99% of particles less than 100 mesh is only that product which passed through the 
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sieve or whether the product having greater than 99% of particles less than 1 00 mesh 
also includes particles which did not pass through the sieve. If the former is correct and 
the product is only that which passed through the sieve, then the specification does not 
provide support for a process "consisting of the claimed steps and not including 
distribution using a sieve. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-6, 15, 16, and 18-20 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. Claim 1 and dependent claims 
2-6 and 18-20 recite the limitation "a filtering and drying step." The specification does 
not define what is encompassed by "a filtering and drying step." In the response 
submitted July 16, 2009, Applicant states that addition of water is encompassed by the 
filtering step. As set forth above, Example 1 of the specification recites addition of water 
separately from filtering. Thus, it is unclear what "a filtering and drying step" 
encompasses. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6, 15, 16, and 18-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable overOnda et al. (US 4,091,205, May 23, 1978, PTO-1449 submitted June 
1 3, 2006) and Haidasch et al. (US 3,251 ,825, may 1 7, 1 986, of record) in view of 
Richter (US 2,090,808, August 24, 1937), Dannhorn et al. (US 2002/0038018, March 
28, 2002, PTO-892), and Anderson et al. (US 2,647,064, July 28, 1953, of record). 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Onda teaches a process for preparation of low-substituted cellulose ethers 
starting from wood pulp [see abstract]. The method for the etherification step is 
conventional, including reaction with an alkyl chloride or alkylene oxide at a temperature 
from 20-90°C [column 2, lines 25-31]. 100 parts of alkali cellulose formed with sodium 
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hydroxide was placed into a reaction vessel and 15 parts methyl chloride was added. 
Etherification was carried out using 15 parts of methyl chloride using stepwise elevation 
of temperature: 40°C for 2 hours, 50°C for 1 hour, and 80°C for 1 hour [column 6, 
Example 2]. In another example, alkali cellulose was reacted with 10.5 parts propylene 
oxide at 40°C for 1 hour, 50°C for 1 hour, and 70°C for 1 hour [column 4, Example 1]. 
The fibrous product was washed with water, filtered, then pulverized to form a fine 
powder, having a particle distribution rate of 0-1 .5% for particles of coarser than 100 
mesh and loose bulk density of 48-55 g/ml [column 6, Table III]. 

Onda does not teach a method starting from pulverized cellulose and the second 
step of Onda's process is carried out at 50°C compared to the 55-65°C required by 
claim 2. 

Haidasch teaches a process for the preparation of mixed cellulose allyl ethers, 
comprising reaction of alkali cellulose with a low alkyl halide, a low oxalkylating agent 
and an allyl halide, simultaneously or in any order desired, at raised temperature, and in 
the presence of organic solvent [column 1, lines 21-28]. Suitable alkali cellulose can be 
prepared from pulverized cellulose and sodium hydroxide [column 1, lines 29-34]. 
Methyl chloride, allyl chloride, and ethylene oxide are among preferred etherifying 
agents [column 1 , lines 46-60]. Alkali cellulose containing 1 .2-5 moles of alkali can be 
reacted in one operation with 1 .2-4.5 moles of ethylene oxide, 0.7-3 moles of methyl 
chloride and 0.45-2.0 moles of allyl halide [column 2, lines 28-33]. Etherification is 
performed at elevated temperature, preferably between 40-1 00°C, and gradually 
increasing temperatures may be applied, for a reaction period between about 1-10 
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hours [column 2, lines 45-59]. Organic solvents may be utilized to obtain a uniform 
reaction [column 2, lines 60-62]. After the reaction is complete, excess solvent or 
etherification agent is drawn off and the product washed with hot water and dried in a 
dryer or by use of a vacuum. If the product is alkaline, it can be neutralized using acetic 
acid [column 2, line 67 - column 3, line 3]. 

Haidasch teaches the use of gradually increasing temperature but does not teach 
the stepwise elevation required by the instant claims. Haidasch uses pulverized 
cellulose for the etherification but is silent regarding the particle size and bulk density of 
the product. 

Richter teaches that cellulose ethers of a powder not exceeding about 100 mesh 
are desirable [page 1 , lines 12-17]. The particle size can be achieved by using a ball 
mill and screening to remove larger particles [page 1, lines 27-34]. Alternatively, the 
powdered cellulose ethers can be prepared by performing the pulverization to the 
desired degree of fineness before etherification at any stage of the process [page 2, 
lines 52-59]. 

Dannhorn teaches a process of making cellulose ethers wherein dimethyl ether is 
added after alkalinization. Amounts of dimethyl ether which may be used include as 
little as 67 g of dimethyl ether for 260 g of cellulose, which is about 0.25 parts by weight 
for 1 part of cellulose. Dannhorn also exemplifies a process using no dimethyl ether 
[0036-0037]. 
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Anderson teaches that fibrous methyl cellulose may be obtained directly from an 
operation wherein methyl cellulose is made by etherification of alkali cellulose and 
washed with hot water [column 2, lines 51-55]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to carry out cellulose etherification using stepwise temperature 
elevation according to the processes taught by Onda or Haidasch, and including 
dimethyl ether or diethyl ether as a diluent gas in the amounts taught by Dunnhorn. 
Onda and Haidasch teach that gradual temperature elevation may be used, is 
"conventional," and which includes temperature ranges which overlap, or are very close 
to, the claimed ranges. Thus, the skilled artisan could use the guidance provided by 
Onda and Haidasch to carry out a conventional etherification which includes stepwise 
temperature elevation as recited in the instant claims. Onda's products are subjected to 
grinding after etherification to achieve the desired particle size of smaller than 100 
mesh, and Haidasch is silent regarding the particle size of cellulose ethers prepared 
from pulverized cellulose (without grinding the final product). However, Richter teaches 
that the desired particle size may be achieved by pulverization of cellulose before 
etherification or after etherification. Thus, the skilled artisan could envision carrying out 
Onda's process wherein pulverized cellulose of the desired particle size is used as the 
starting material instead of grinding the product at the end of the process, and would 
expect to achieve products of the desired particle size. It has been held that merely 
reversing the order of steps in a multi-step process is not a patentable modification 
absent unexpected or unobvious results. Ex parte Rubin . 128 U.S.P.Q. 440 (P.O.B.A. 
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1959). Cohn v. Comr. Patents . 251 F. Supp. 437, 148 U.S.P.Q. 486 (D.C. 1966). 
Haidasch teaches that organic solvent may be used in the etherification reaction, but is 
silent regarding how much solvent should be used and which solvents are preferred. 
However, Dunnhorn teaches various amounts of dimethyl ether which may be used in 
cellulose etherification, including an amount that overlaps with the claimed range. 
Thus, the skilled artisan could expect good results using Dunnhorn's teachings as 
guidance. Onda's products are described as fibrous before grinding and Haidasch is 
silent regarding whether the products obtained from pulverized cellulose are fibrous, but 
the skilled artisan would expect a fibrous product because Anderson teaches that 
fibrous cellulose ether products are obtained from an operation which includes washing 
in hot water, which is part of Onda's and Haidasch's processes. 

Response to Arguments 

Applicant's arguments with respect to the Hitchin and Schminke references are 
moot in view of the new ground of rejection. 

Applicant argues that the claimed process unexpectedly produces cellulose 
ethers of small particle size without a grinding step, due to the amounts of diluent gas 
which are used. Applicant's argument has been carefully considered but is not 
persuasive. As set forth above, it is unclear whether the product having greater than 
99% of particles less than 100 mesh also includes particles which did not pass through 
the sieve in the distribution step. If the product includes only those particles which did 
pass through the 100 mesh sieve, then it is entirely expected that the product would be 
of smaller size than 100 mesh. Furthermore, the data presented in the specification is 
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not clear. According to Table 1 , reaction using no diluent gas produced the same 
results as reaction using 1 .5 or 2 parts by weight of diluent gas. The examples in the 
specification used 6 kg of cellulose, so the reactions included 0-12 kg of diluent gas, 
with no difference in the outcome of the reaction. The difference between 0 and 12 kg 
is significant, and the skilled artisan would expect some difference in the particle 
distribution rates if the amount of diluent gas was critical for particle size. Additionally, 
the temperatures and times in the comparative example are different from all the other 
examples, so is impossible to make a direct comparison. MPEP 716.01(b) states that 
"To be given substantial weight in the determination of obviousness or nonobviousness, 
evidence of secondary considerations must be relevant to the subject matter as 
claimed." For the reasons set forth above, the nexus between particle size and the 
claimed method is not clear, and it is not clear what the critical steps are or whether 
they are recited in the claims. Thus, the data in the specification is not sufficient to 
overcome the rejection. It is noted that the addition of diluent gas is only required by 
claim 20; if the diluent gas is critical for achieving the product it should be required by all 
the claims. 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LAYLA BLAND whose telephone number is (571)272- 
9572. The examiner can normally be reached on Monday - Friday, 7:00 - 3:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anna Jiang can be reached on (571 ) 272-0627. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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